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Application/Control Number: 1 0/539, 1 48 Page 2 

Art Unit: 3679 

DETAILED ACTION 
Preamble-Intended Use 

The preamble of claim 1 recite(s) functional intended use limitations that are not taken in 
combination with the positively recited structure as follows: 

• In lines 1-2 of the preamble of claim 1, it appears that the applicant does not intend to 
positively claim "for connecting a threaded rock bolt to an impact rock drilling 
machine". For purposes of examination the examiner has considered the claims 
without combination. "(T)he recitation of a new intended use for an old product does 
not make a claim to that old product patentable", In re Schreiber, 44 USPQ2dl429 
(Fed. Cir. 1997). Accordingly, the prior art meets the applicant's claimed intended 
use merely by being capable of such intended usage regardless of whether or not such 
capability is expressly disclosed (i.e., wherein capability is inherent to the disclosed 
structure). If the applicant wishes to positively recite the above intended use 
phraseology then the limitation "for" should be deleted from line 1 of the claim. 

Claim Objections 
Claim 1 is objected to because of the following informalities: 

• The phrase "said locking device cooperating" lines 10-1 1 of claim 1 refers to the 
intended use phraseology noted in the "Preamble-Intended Use" section above in a 
positive manner. Accordingly, the phrase should be replaced with -said locking 
device adapted to cooperate- since references to a mere intended use must be 
functional in nature (i.e., "operable to", "shaped for", "configured for", etc.). Note 
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that positive reference to an intended use limitation renders the claim unclear as to 
what is being positively claimed and what is mere intended use. If the applicant 
intends for such phraseology to be positively recited then the preamble must me 
amended accordingly (e.g., by deleting the limitation "for" from line 1). 
Appropriate correction is required. For purposes of examining the instant invention, the 
examiner has assumed these corrections have been made. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Ponto (U.S. Patent 
1,701,985). 

Claim 1. Ponto discloses (figs. 1-7) a coupling sleeve (1 1), said sleeve comprising a first 
part (lower part of 1 1) provided with an internal thread (internal thread receiving 6) and a second 
part (upper part of 1 1) provided with an internal thread (internal thread receiving 5) characterized 
in that the second part comprises a locking device (19 and locking pin that extends therethrough 
as described in p. 1, 11.66-68) arranged substantially transversely to a longitudinal axis of the 
coupling sleeve. Further more: 

• The Ponto coupling sleeve is fully capable of performing the intended use of being 
used for connecting a threaded rock bolt to an impact rock drilling machine. 
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• The Ponto internal thread is fully capable of performing the intended use of being 
used for connection of a rock bolt. 

• The Ponto internal thread is folly capable of performing the intended use of being 
used for connection of a rock drilling machine. 

• The Ponto locking device is folly capable of performing the intended use of being 
used for cooperating with a region on a rock drilling machine for preventing 
separation of the coupling sleeve and a rock drilling machine. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor MacArthur whose telephone number is (571) 272-7085. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 

VLM 

February 3, 2007 



DANIEL P. STODOLA 
SUPERVISORY PATENT EXAMINER 
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